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APPEAL BRIEF i 

Sir: 

This Appeal Brief is in furtherance of the Notice of Appeal filed October 12, 2007, which 
was submitted along with a Pre- Appeal Brief Request for Review. The Notice of Panel Decision 
from Pre- Appeal Brief Review mailed November 28, 2007 indicated that the application remains 
under appeal. This is an appeal from the final Office Action mailed July 17, 2007 rejecting 
claims 17-21. 
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I. REAL PARTY IN INTEREST (37 C.F.R. § 41.37(c)(l)(i)) 

The real party in interest in this appeal is Nokia Corporation, a corporation organized 
under the laws of Finland. 

II. RELATED APPEALS AND INTERFERENCES (37 C.F.R. § 41.37(c)(1)(H)) 

There are no related appeals or interferences. 

III. STATUS OF CLAIMS (37 C.F.R. § 41.37(c)(l)(iii)) 

Claims 17-21 are rejected to, claims 1-16 and 22-25 have been withdrawn from 
consideration. The rejection of claims 17-21 is being appealed. 

IV. STATUS OF AMENDMENTS (37 C.F.R. § 41.37(c)(l)(iv)) 

No amendments were filed after the final Office Actiori of July 1 7, 2007. 

V. SUMMARY OF CLAIMED SUBJECT MATTER (37 C.F.R. § 41.37(c)(l)(v)) 

Claim 17 recites a system comprising a central server and a presence server. The central 
server is for providing a presence query to the presence server in response to an invitation 
' message from an inviting user to exchange content with an invited user who is registered with 
the presence server. See specification page 10, lines 6-9: The presence server is for providing 
presence information relating to the invited user in response to the presence query. See 
specification, page 10, lines 9-12. The central server uses the presence information in deciding 
whether the content of the inviting user is sent to the invited user, stored or refused. See 
specification page 10, lines 12-1 5. The presence query and the invitation message may be 
communicated according to an application layer control protocol. See specification page 10, 
lines 29-31. The presence information relating to presence may pertain to a spatial location of 
the invited user registered at the presence server. See specification page 11, lines 19-25. 
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VI. GROUNDS OF REJECTION TO BE REVIEWED ON APPEAL (37 C.F.R. § 
41.37(c)(l)(vi)) 

Claims 17 21 are rejected under 35 U.S.C. §103(a) as unpatentable over Dalai et al (U.S. 
Publ. Appl. No. 2002/0065894) in view of Armstrong et al (U.S. Patent No. 6,807,423). 

VII. ARGUMENT (37 C.F.R. § 41.37(c)(l)(vii)) 

Rejection Under 35 U.S.C £ 103(a) over U.S. Publ. Appl. 2002/0065894 in view of U.S. Patent 
No. 6.807.423 ' 

Claim 17 

In section 3, on page 2 of the Office Action, claims 17-21 are rejected under 35 U.S.C. § 
103(a) as unpatentable over Dalai et al (U.S. Publ. Appl. No. 2002/0065894) in view of 
Armstrong et al. (U.S. Patent No. 6,807,423). Appellant respectfully submits that the cited 
references, alone or in combination, fail to disclose or suggest all of the limitations recited in 
claim 17. The cited references at least fail . to disclose or suggest a central server responsive to 
presence information relating to an invited user registered at a. presence server for use in deciding 
whether content is sent to the invited user, stored or refused , as recited in claim 17. The Office 
acknowledges on page 3 of the Office Action that Dalai does not disclose deciding whether 
content is sent to an invited user, stored or refused, and relies upon Armstrong for this teaching. 
However, Armstrong also fails to disclose or suggest this limitation recited in claim 17. 

Claim 17 is directed to a system with a central server responsive to an invitation message 
from an inviting user for providing a presence query. Claim 1 7 further recites that the system 
also includes a presence server that is responsive to the presence query for providing presence 
information related to a registered user. The central server is responsive to the presence 
information from the presence server, and decides based on the presence information whether 
content is sent to the invited user, stored or refused. However, contrary to the assertions of the 
Office, Armstrong fails to disclose or suggest deciding whether content is sent to an invited user, 
stored or refused. 

A rmstrong provides systems and methods of monitoring presence on a multiple access 
network and communication over the multiple access network. See Armstrong column 2, lines 
36-39. The instant messaging system discussed in Armstrong is capable of spanning multiple 
communication networks, and provide a party attempting to contact or learn the status of another 
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party, i.e. a watching party, information about a party who the watching party is attempting to 
contact or determine the status of, i.e. a watched party. See Armstrong column 3, lines 40-45. A 
watched party specifies preferences as to who may contact the watched party, at what times, on 
what kind of network and device. A watching party requesting to contact the watched party may 
be given direct contact information for contacting the watched party without being informed of 
the watched party's whereabouts, may be placed in direct communication with the watched 
party, or may forward a message to the user. Armstrong discloses that a personal communication 
portal (PCP) provides a single point of presence despite the fact that a watched party (13) may 
have more than one terminal and/or different types of terminals for accessing the network in 
different modes and possibly by different access networks. See Armstrong column 4, lines 64- 
67. Therefore, Armstrong provides a way through the PCP (10) to monitor presence of users, but 
Armstrong does not disclose or suggest deciding whether content is sent to an invited user, stored 
or refused, as recited in claim 17. 

In contrast to claim 17, Armstrong only discloses that when the personal communications 
portal (PCP) (10) receives a presence request it determines whether the requested watched party 
(13) is available for contact, and if the watched party (13) is unavailable the PCP (10) may 
inform the watching party (12) of this, or connect the watching party (12) to the watched party 
(13), or give a list of available communication methods. See Armstrong column 6, lines 48-61. 
However, determining whether the watched party (13) is available is not the equivalent of 
determining how to handle content as recited in claim 17. Claim 1 7 recites that the central server 
decides whether to send, store or refuse content based on the presence information, and 
informing one party as to the availability of another part, as in Armstrong, is not deciding how to 
handle content as recited in claim 17. 

In addition, the Office asserts on page 3 of the Office Action, that the PCP (10) 
determining the best mode of communication corresponds to determining whether to send 
content to an invited party, as recited in claim 17. However, the PCP merely decides which 
mode of communication to use based on the watched party's preferences set forth in the rules, 
and the identity of the watching party. See Armstrong column 6, lines 54-58. Deciding upon 
which mode of communication to use to connect the watching party to the watched party is not 
the equivalent of deciding whether to send content, since at the time of the presence request no 
content has been provided by the watching party, and the determination is merely how the 
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watching party should be connected to the watched party, not how to handle content between the 
parties. 

Furthermore, allowing watching parties (12) to send messages to watched parties (13) 
even when those watched parties (13) are not available on the communication network is not the 
same as determining whether content is sent, stored or refused, because no determination is 
made. See Armstrong column 7, lines 20-25. Instead, the forwarding of messages in Armstrong 
occurs based on a watched party's user parameters. In addition, Armstrong never discloses that 
content may be stored as recited in claim 17. In contrast to claim 17, Armstrong only discloses 
that watched party's (13) information and rules may be stored in the PCP (10). See Armstrong 
column 13, lines 45-46. However, the information and rules of the watched party are not content 
within the meaning of claim 17, because the information and rules are related to the profiles of 
the watched parties, i.e. how and when the parties may be contacted by watching parties (12). 
For example, Armstrong states that the watched party's profile may contain contact addresses, a 
set of possible context presence values, and the watched party's own view on what potential - ■ 
audiences its exposed presence has. See Armstrong column 13, lines 49-67. It is evident that the 
information and rules of the watched party included in the watched party's profile is not related 
to determining how to handle content, but instead is only related to determining how, when and 
by whom watched parties are to be contacted. Therefore, contrary to the assertions of the 
Examiner, Armstrong also fails to disclose or suggest this limitation recited in claim 17, and the 
cited references even in combination cannot disclose or suggest claim 17. For at least the 
reasons discussed above, claim 17 is not disclosed or suggested by the cited references, and 
appellant respectfully requests reversal of the rejection to claim 17. 

Claims 18-21 

Claims 18-21 depend from independent claim 17, and are not disclosed or suggested by 
the cited references at least in view of their dependencies. See In re Fine, 5 USPQ2d 1 596, 1600 
(Fed. Cir. 1988) (if an independent claim is nonobvious under 35 U.S.C. 103, then any claim 
depending therefrom is nonobvious). 

In addition, with respect to claim 18, the filing date of Dalai (November 30, 2000) is 
after the priority date of the present application, November 8, 2000. However, Dalai claims 
priority to provisional application No. 60/168,881 filed December 3, 1999, and therefore is only 
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available as a reference if the provisional application supports the subject matter relied upon to 
make the rejection in compliance with 35 U.S.C. § 1 12, first paragraph. See MPEP § 2136.03. 
In rejecting claim 18 of the present application, the Office relies upon paragraph [0017] of Dalai 
to teach a central server responsive to notification information for the subscribed user in deciding 
whether content is sent to the invited user, stored or refused. Presumably, the Office is relying 
upon the statements that the message and presence formatting and routing entities (23, 24) check 
the user preference store 26 to determine whether the data should be forwarded. However, this 
subject matter relied upon by the Office is not supported by the provisional application in a 
manner that complies with the written description requirement or the enablement requirement of 
§ 1 12, first paragraph. See MPEP § 2161. 

The written description requirement of the first paragraph of § 112 requires a disclosure 
that describes the relied upon subject matter in sufficient detail that one skilled in the art can 
reasonably conclude that the inventor had possession of the subject matter. In re Gosteli, 10 
USPQ2d 1614, 1618 (Fed. Cir. 1989). The provisional application of Dalai makes no mention 
of determining whether data should be forward or not. Section 2 of Appendix A of the 
provisional application only mentions that "instant message should be forwarded to the 
destination device of the user's choice in real time." However, there is no disclosure in the 
provisional application of Dalai that sufficiently describes that a determination is made as to 
whether or not to forward data, because the provisional application only mentions that messages 
should be forwarded. Therefore, the subject matter relied upon in rejecting claim 18 at least fails 
to comply with the written description requirement of § 112, first paragraph. 

Furthermore, the enablement requirement of § 112, first paragraph requires a disclosure 
sufficient to allow one of skill in the relevant art to make and use the invention, and in this case, 
the subject matter relied upon in rejecting the claims. See MPEP § 2164. However, as 
mentioned above, the provisional application of Dalai is completely devoid of any discussion of 
a UIM processor that is capable of determining whether or not to forward data. Without any 
direction or suggestion from the provisional application, one of skill in the art would be required 
to engage in undue experimentation using the discussion of the provisional application to arrive 
at the subject matter relied upon in Dalai to reject the claims. In re Wands, 8 USPQ2d 1400, 
1404 (Fed. Cir. 1988). Therefore, the provisional application of Dalai also fails to comply with 
the enablement requirement of § 112, first paragraph. 
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claim 18, because its filing date is after the priority date of the present application, and the 

disclosure of relied upon in rejecting claim 18 is not supported by the provisional application. 

See MPEP § 2136.03 III. Therefore, for at least this additional reason, claim 18 is not disclosed 

or suggested by the cited references. 



Conclusion 

For the reasons discussed above, appellant respectfully submits that the rejections of the 
final Office Action have been shown to be inapplicable, and respectfully requests that the Board 
reverses the rejections to pending claims 17-21. If any additional fee is required for submission 
of this Appeal Brief, the Commissioner is hereby authorized to charge Deposit Account No. 23- 
0442. 
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CLAIMS APPENDIX 

The claims involved in the appeal are as follows: 

17. System, comprising: 

a central server, responsive to an invitation message from an inviting user to exchange 
content with an invited user, for providing a presence query; and 

a presence server, responsive to said presence query, for providing presence information 
relating to a registered user, 

wherein said central server is responsive to said presence information relating to said 
invited user registered at said presence server, for use in deciding whether said content is sent to 
said invited user, stored or refused, wherein said presence query and invitation message are 
communicated according to an application layer control protocol and wherein said presence 
information relating to said registered user pertains to a spatial location of said registered user. 

18. The system of claim 17, wherein said central server is also responsive to said invitation 
message for providing a subscription query and wherein said system further comprises a 
messaging server, responsive to said subscription query, for providing notification information 
relating to a request from a subscribed user for notification of an event, and wherein said central 
server is responsive to said notification information for said subscribed user in deciding said 
content should be sent to said invited user, stored or refused. 

19. The apparatus of claim 18, wherein said application layer control protocol is a session 
initiation protocol. 

-9- 
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20. The apparatus of claim 19, wherein said presence information pertaining to said spatial 
location of said registered user is communicated as a spatial location payload. 

21 . The apparatus of claim 17, wherein said presence information pertaining to said spatial 
location of said registered user is communicated as a spatial location payload. 
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None. 
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RELATED PROCEEDINGS APPENDIX 



None. 
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